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REMARKS 

I «, applied". » a™™^- 

Treaty (PCT) filing, the cited references Deing su^h 
receipt by Applicant. 

^. ^«:^o i ft 10-11 and 16-20 were rejected under 35 
Tummg no«. to the office acbon. claims l-S-J^^JJ"' '^^ g^^. of Brady et 

aS.C. §103(3) as being unpatentab.. over Mon^^^^^^^^ ^^.^^ 

al. (6.100.804). Claim 9 was ""jf! J' J^.^^ 

unpatentable over Morikawa in view of B-^y and fti*^ in 

Matsuda et al. 

The d^dosures of the Ced art and the dist.nctR„« he*.een various patents 
cited may be briefly summarized as follows. 

« ■ • ^ A a in 11 and 16-20 under 35 U.S.C. §103(a> 
With regard to the rejection of claims 1-8. 10-11 and ib una 
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ias r^ii upon lor teaching "therma. compression bond.ng. 
On.eo.er.an..ereiec.a;n.epe.^^^^^^^ 

compassion of a substrate ^-"^^^^^^^^^^^^ ^^pression is pam^nent 

..esubst^tefr—^^^^ ^ ^^'^^^ ' f^"^ 

Furthemiore. dalm /P^"'^^; ^ density bulking mater^ The Examiner 
""'''f^Te^re:^ TZ ZXZv^^ -ate.. iimita«on is taught by the 
has not ^'^^^^^;^^^^^^Zr, Morikawa fails to teach or even sugge^ 
references. As noted oy xne binding operation, 

compression, and only teaches 

Accordingly, independent claims 1, 10 and 17, ana an ciai 
^ bSed to be patentab^ distinguishable over Monkawa. 

Brady, as noted by the Examiner, does -^-^ ^^1^^^ 
number of bonding techniques that may ^l^^'J^ZZZL at the top of col. 
»,e RFID tag disclosed therein, ^^^f Examiner has also 

8 is directed entirely to electrical contad '^"f ^^'"^^f .^^^^ to suggest the 
^,ed upon o~^^^^^^^^^ Of ^e RFID 

compression of ^^- ^^^^^^ ^^'^.^^ ^^^^ ,3 clearly taught at <x,l. 3 to be 
device at columns 3 and 7, but the tnmning op fsemiconductor). There 

accomplished by polishing or ^-^I^^'^ZTJT^ ^^^l^ ^ 
appears to be no suggestion or teach-ng by Bredy ^ a^^^^ 

.ithmar«ng,«.areonby«,mp^^^^^^ 

rr;;oCrirt^— 

— sra:ror f :r .alm^ -0 and 17 a. 
Mlleved 10 M palenBWy im^MM o.sr Brad, M a. 
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..««.tetPd natents to construct the claimed invention. A 
appropriate portions of -"^^^^'' l^^ of Appellants disclosure is 

piecemeal reconstruction of the pnor art ^ ^SPq 2g8( CCPA. 

„„ » - rr- l„ ™.«« *» ™. 

«=, no, ».« the """^ J^^^IL „,»fe»nce. 



combination. 



condition for allowance. 

W«h specific .ferenca to rejected dependent claims, the following <^^^f^^^ 
noted as the basis for traversal of the obviousness rejection under 35 USC 

§103(a): 

there Is a teaching of an adjustable compressive force. 

. - o 1 1 thP Eifflminer appears to have reversed the prior 
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mmmm 

Z^LTZss ap^led .y the .anspon .Her 632. or ^^ --J^^^^J^ 
disclosed in Morikawa. Accordingly, claims 4 and 12 are also bal.eved to 
patentably distinguishable over the combination. 



the case. 



considering independent claim 7. Applicants again submit that -thermal ""^'P^^^^ . 
Lndino' as asserted by the Examiner, is nerther taught nor suggested by Monkawa 
TZI Z aun the Ltext of reducing the thickness of substrates «t.h .mages 
Con Moreover, neither of the cited patents Indicate or sugg^ that any 
roZession would be permanent. Similarty. as recited In daim 8. the step of 
Zress.ng'^nd heating the imaged s^^^^^^^ 

^smoothen and ^uces an Improve, ^y ■^^J^)^;:^'::^ Z 
suggested by "thermal compression bonding directed to Tixing 
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surface Of the substrate. Acoo««ingly. Caims 7 and 8 are also submitted to be in 
c^SL for allowance over the references relied upon for the reiect^n. 

W.h regard to Cai. 16. .e ..a..ner has e^neo^^V « 
condition for allowance. 

Tumlna next to the rejections of claims 18. 19 and 20. in addition to the failure of 
:r C^a or Brady et a,, to teach the step of "preparing ^_^^^^^22 
paper making fibers and a low density bulking material" as recited J^^^^^^ 
is also no teaching of the low density material being compressible (claim 18 . 
inc Ing a collapsible stmcture (claim 19) or being a com^gated stnicture (claim 20^ 
AS 2 in the specification at pages 11-12. various materials and processes can be 
l7Zi to ac^mplish such steps. Nonetheless, the Examiner has failed to 
hdS anything other than conventional fixing technology as the bas-s for rejecUng 
da« the^ specific limitations as to the type of material ^^^^^^ 
suM^te suKable foVcompression. Absent a teaching or suggestion of t^e ^^""^ 
cJ a bulking material, and the compression thereof in accordance ^J^^^ 
Ips. AppLnts continue to urge that claim 17. and all claims <^eP«f ""^^T^™; 
TpatenLbly distinguishable over Morikawa and Brady et al.. either alone or ,n 

combination. 

Tuminq next to the rejection of claim 9. the claim was rejected under 35 U.S.a 
I S as be^g unpa entable over Morikawa in view of Brady and further m view of 
l et a^Ts 925 446) Applicants incorporate the arguments set forth above m 
Ta on t^ r^vSa. r:;ctlon of claim 1. To .he PHor comb.nat^n^the 

dner has added the teaching of Matsuda et al.. wherein the '>e-"^'°; 
S-nd of M atsuda et a .. r efers to '- Publications that sug^s^^^^^^ 
release agent in the fbmiation of full^lor duplex images. The reference is relieo 
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upon as suggesting that a release agent may be used during the compression 
operation cited in the instant application. However, like the other patents cted. 
Matsuda et al. also fails to teach or suggest the compression of sut«trates so as to 
provide a pemianent reduction in the thickness of a substrate. At nr.ost the add*on 
of Matsuda et al. merely suggest the use of a release agent in combination with the 
recited Morikawa fixing (-theimal compressfon bonding") operation. The. howler, 
does not give rise to a teaching of the elements of claim 9. nor of claims 7 and 8 from 
which it depends. Furtherniore. the context of the section of Matsuda et al. relied 
upon by the Examiner suggests that release agents are undeslreable and are 
removed by transfer paper to avoid "image stain" (col. 4. lines 31-33). Hence 
Matsuda et al.. considered in context, would appear to teach away fmm the proposed 
use set forth by the Examiner in the combination of the patents. Accordingly. 
Applicants respectfully contend that claim 9 is patentably distinguishable over 
Morikawa. Brady et al.. and Matsuda et al.. either alone or In combination. 

Claims 13 and 14 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Morikawa in view of Brady et al. and further in view of Kinoshita et al. (5,287.150). 
Applteants incorporate the arguments set forth above in relation to traversal of the 
rejection of claims 10 and 1 1. As noted by the Examiner, claims 13 and 14 add the 
further limitations of a resilient outer surface (daim 13) and an aluminum roller with 
an anodized surface (claim 14). 

The Examiner has added to the combination of Morikawa and Brady et al. by relying 
on theteachings of Kinoshita et al. Kinoshita et al. teaches a developing device, 
wherein a resilient roller 5 disposed within a toner housing Is employed to peel a/If 
toner remaining on the developing sleeve 3 and supply new toner 6 (col. 5. lines 5^). 
The resilient roller is described as being fomied of a itietal core (aluminum) of 
approximately 5 mm diameter and a silicone mbber foam with a thfekness of 
approximately 5mm on the surface thereof. Not only is the described roller designed 
to operate in a developer (versus the fbdng system of Morikawa). but it is 
inconceivable Just how the idler, with a thtek. foam surface, would operate to provide 
the compressive forces cited in the application. Here again, the Examiner appears to 
have misconstmed the teachings of the patent in a manner so as to "create" a 
teaching of elements recited by the present application, without any such suggestion 
or teaching of such a combination or modification. Accordingly. Applicants 
respectfully urge that not only is the combination improper (not supported by the 
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teachings), but It does not give rise to adequate teaching on which to base a 
rejection. At most, the addition of Kinoshita leads to the addition of a developer to 
the Morikawa apparatus. AcconJingly. Applicants urge that claims 13 and 14 remain 
patentably distinguishable over the references of record, either alone or .n 
combination. 

aaim 15 was rejected under 35 U.S.C. §103(a) as being unpatentabte over 
Solwa in View of Brady andfurther in view of lOnoshna et al. (5^287.160) and 
Matsuda et al. Applicants incorporate herein the arguments set forth above .n 
relation to traversal of the rejection of claims 13 and 14. from whKh claim 15 
depends To the previous combination, the Examiner has again added the teachings 
of Matsuda et al. with respect to the teaching of a release agent Once again the 
reference to a release agent is only included as a background reference. andB 
made in combinatk^n with the statement that the agent must be removed by transfer 
paper in order to avoid image stain. At most. IVIatsuda adds the teaching of the use 
of a release agent in the developing^or fixing stages. Such a teaching does not give 
rise to the claimed invention, where the rollers are used to apply a compressive fon» 
and at least one toller is fomied from an anodized aluminum and includes a urethane 
coating thereover. The urethane cbating is not believed to be anUcipated by the 
suggestion of a release agent in Matsuda et al. Nor is such a combination suggested 

by any of the other references made of record, either alone or in combination. 

Hence. Applicants respectfully maintain that claim 15 is patentably distinguishable 

over Morikawa in view of Brady el al.. Kinoshita et al. and Matsuda el al.. either atone 

or in combination. 

insofar as claims 1-22 are concer^ied, these claims are believed to be in allowable 
condition for the reasons hereinbefore discussed. 

In view of the foregoing remarks and amendments. reconsWeration of this applicatton 
and altowance thereof are eamestly solicited. 

In the event any additional fees are required, authorization is hereby provided to 
charge Deposit Account No. 50-1706 including, but not limited to. any fees for 
extensions of time or additional claims. 

In the event the Examiner considers personal contact advantageous to the 
disposition of this case, she is hereby authorized to call Applicant's attorney, 
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Duane C. Ba.ch. at Telephone Number (585) 89M970. PenfieW. New York. 
(phase note updat6d address Information) 

RECEIVED 

Respectfully submitted, - AUG 1 1 2003 

Technology Center 2600 




Duane C. Basch 
Attorney for Applicant 
Registration No. 34,545 



DCB/dcb 

Basch & Nickerson LLP 
1777 Penfleld Road 
Penfield. New York 14526 
(585) 899-3970 
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